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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on 4/18/05 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) D Claim(s) 1-7.9.10 and 13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claimfs) 1-7.9.10 and 13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-4 1 3) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) PaP er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/lv1ail Date . 6) □ Other: . 
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Part of Paper No./Mail Date 3 



Application/Control Number: 1 0/694,843 Page 2 

Art Unit: 1626 

This communication supersedes the Notice of Allowability mailed 5/16/05. 
Claims 1-7, 9-10, 13 are pending in this application. 
Claims 8,11-12 are canceled. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-7, 9-10, 13 are rejected under 35 U.S.C. 102(a) as being anticipated by Patel 
et al., US provisional application 60/395,164, filed 7/1 1/029, (US 2004/0063954 A1). 

Patel et al., disclose compounds similar to instantly claimed compounds on pages 3-11, 
31-67, and claims 1-6, 11-16. Patel also disclose a process of making the compounds on page 
11, column 2. See lines 1-25 and the reaction schemes. 

The allowability of claims 1-7, 9-10, 13, in the last Office action is hereby withdrawn 
because the affidavit filed on 4/18/05 under 37 CFR 1.131 is not sufficient to overcome the 
60/395,164 provisional application reference by Patel et al. Specifically, the affidavit fails to 
provide evidence that applicant is in possession of all species disclosed in the reference as 
required under 37 CFR 1.131. See MPEP 715.03 l(B). See also, the attached notice of 
withdrawal dated 6/7/05. 

Applicant contends that the provisional application may not disclose the material cited by 
the Examiner. This is not persuasive because, upon examination of the provisional application 
it is deemed an exact copy of US 2004/0063954 A1 . 

The rejection of claims 1-7, 9-10, 13 under 35 USC 1 12 is now withdrawn. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Taofiq A. Solola, PhD., JD., whose telephone number is (571) 272-0709. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph McKane, can be reached on (571 ) 272-0699. The fax phone number for 
this Group is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (571 ) 272-1600. 
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In re Application of 
Hun Yeong Koh et al 
Serial No. 10/694,843 
Filed: October 29, 2003 



NOTICE OF WITHDRAWAL 
FROM ISSUE 
UNDER 37 CFR 1.313(b) 



For: METHYLIDENE OXAZOLIDINONE 
COMPOUND AND PREPARATION 
METHOD THEREOF 



The purpose of this communication is to inform you that the above-identified application is 
being withdrawn from issue pursuant to 37 CFR 1.313. 

The application is being withdrawn to permit reopening of prosecution. The reasons therefore 
will be communicated to you by the examiner. 

PTO records reveal that the issue fee has not been paid. If the issue fee has been submitted, 
the applicant may request a refund or may request that the fee be credited to a deposit account. 
However, applicant may wait until the application is either again found allowable or held 
abandoned. If the application is allowed, upon receipt of a new Notice of Allowance.and Issue 
Fee Due, applicant may request that the previously submitted issue fee be applied toward 
payment of the issue fee in the amount identified on the new Notice of Allowance and Issue 
Fee Due. If the application is abandoned, applicant may request either a refund or a credit to a 
deposit account. 

The application is being forwarded to the examiner for action. 



Bruce M. Kisliuk, Director 
Technology Center 1600 
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cc: Allowed Files, PK3-910 
Drafting Branch, PK3-910 



